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DETAILED ACTION 

1 . This action is in response to applicant's amendment received on 12/31/2008. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-10 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Durham (U.S. Patent 6,1 62,228) in view of Haynor (U.S. Patent 6,21 6,028). 

Durham discloses a device comprising a cylindrical magnet positioned on an 
insertion rod positioned within a longitudinal opening of an intramedullary nail and held 
at a fixed position within the longitudinal opening of the intramedullary nail at a discrete 
position adjacent to a transverse screw hole in the intramedullary nail, a target 
comprising a sensor for sensing the orientation of a magnet and sensing different 
outputs between the sensor relative to the position of the sensor relative to the magnet, 
at least one drill sleeve that receives and aligns a drill bit with a transverse screw hole in 
the intramedullary nail, and a handle holding the sensor and the drill sleeve. The 
magnet provides a non-uniform and non-circular three-dimensional magnetic field 
oriented on an x-axis, y-axis, and a z-axis that is strong enough to be sensed by the 
sensor of the target, wherein the magnet is polarized along the longitudinal axis of the 
magnet. The examiner believes that Figure 6 of the reference shows that the magnet 
having a non-uniform magnetic field, i.e. not the same strength in all directions, wherein 
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the fields are symmetrical about the longitudinal axis of the magnet, i.e. polarized along 
the longitudinal axis of the magnet. The sensor comprises at least one sensor (28 and 
28a) that detects the magnetic flux lines of the magnet. Durham fails to disclose the 
device wherein the sensor comprises an array of sensors that detect the x-axis, y-axis, 
and z-axis orientation of the magnet, the magnet having a diameter less than about 4 
mm, the magnet being made from Neodymium Iron Boron, and the device further 
comprising a readable display. Haynor teaches a device comprising a magnet placed 
within an implanted medical tube and a sensor using a set of at least three sets, i.e. 
three, four, five, etc, of magnetic sensors and a readable display, wherein the magnet is 
made from Neodymium Iron Boron (column 4 lines 12-16) in order to sense the 
orientation of the magnet in three dimensional space (column 2 lines 43-52) and to 
provide a small size high strength magnet. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to provide the device of 
Durham wherein the sensor includes an array of at least three sets of magnetic sensors 
and to provide a magnet made from Neodymium Iron Boron in view of Haynor in order 
to sense the orientation of the magnet in three dimensional space (column 2 lines 43- 
52) and to provide a small size high strength magnet. 

Regarding the device comprising a readable display, Durham discloses a device 
comprising a display in order to display the orientation of the magnet. Haynor teaches a 
device comprising a readable display, such as a liquid crystal display, in order to display 
the orientation of the magnet. Because both Durham and Haynor both disclose devices 
comprising displays, it would have been obvious to one having ordinary skill in the art at 
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the time the invention was made to substitute one display for the other in order to 
achieve the predictable results of displaying the orientation of the magnet. 

Regarding the magnet having a diameter less than 4 mm, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
provide a magnet having a diameter less than 4 mm, since it has been held that where 
the general conditions of a claim are disclosed in the prior art, discovering the optimum 
or workable ranges involves only routine skill in the art. In re Aller, 105 USPQ 233. 

4. Claims 11 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Durham (U.S. Patent 6,1 62,228) in view of Haynor (U.S. Patent 6,21 6,028) further 
in view of Admission (Applicant's Arguments/Response received on 07/09/2007). 

The device of Durham as modified by Haynor discloses the invention as claimed 
except for the sensors being in an elliptical array. The applicant admitted in the 
applicant's response/response received on 07/09/2007 that the sensors being in an 
elliptical array is an obvious variation to the device (page 1 lines 16-28). It would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to provide the device of Durham as modified by Haynor having the sensors in an 
elliptical array in view of the applicant's own admission of obviousness. 

5. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Durham 
(U.S. Patent 6,1 62,228) in view of Haynor (U.S. Patent 6,21 6,028) further in view of 
Hollis (U.S. Patent 6,081,741). 

The device of Durham as modified by Haynor discloses the invention as claimed 
except for the readable display comprising several LEDs, wherein the LEDs are 
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activated and/or inactivated via the sensors relationship with the magnet. The device of 
Durham as modified by Haynor discloses a device comprising a readable display in 
order to display the orientation of the magnet. Hollis teaches a device comprising a 
readable display including LEDs that activate and/or deactivate via the sensors 
relationship with the magnet in order to display the orientation of the magnet. Because 
both the device of Durham as modified by Haynor and Hollis both disclose device 
comprising readable displays, it would have been obvious to one having ordinary skill in 
the art at the time the invention was made to substitute one readable display for the 
other in order to achieve the predictable results of displaying the orientation of the 
magnet. 

6. Claims 34, 37, 39, 40-43, 46, 47, and 49-51 are rejected under 35 U.S.C. 1 03(a) 
as being unpatentable over Durham (U.S. Patent 6,162,228) in view of Haynor (U.S. 
Patent 6,216,028) and in view of Admission (Applicant's Arguments/Response received 
on 07/09/2007). 

Durham discloses a device comprising a cylindrical magnet positioned on an 
insertion rod positioned within a longitudinal opening of an intramedullary nail and held 
at a fixed position within the longitudinal opening of the intramedullary nail at a discrete 
position adjacent to a transverse screw hole in the intramedullary nail, a target 
comprising a sensor for sensing the orientation of a magnet and sensing different 
outputs between the sensor relative to the position of the sensor relative to the magnet, 
at least one drill sleeve that receives and aligns a drill bit with a transverse screw hole in 
the intramedullary nail, and a handle holding the sensor and the drill sleeve. The 
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magnet provides a non-uniform and non-circular three-dimensional magnetic field 
oriented on an x-axis, y-axis, and a z-axis that is strong enough to be sensed by the 
sensor of the target, wherein the magnet is polarized along the longitudinal axis of the 
magnet. The examiner believes that Figure 6 of the reference shows that the magnet 
having a non-uniform magnetic field, i.e. not the same strength in all directions, wherein 
the fields are symmetrical about the longitudinal axis of the magnet, i.e. polarized along 
the longitudinal axis of the magnet. The sensor comprises at least one sensor (28 and 
28a) that detects the magnetic flux lines of the magnet. Durham fails to disclose the 
device wherein the sensor comprises an array of sensors that detect the x-axis, y-axis, 
and z-axis orientation of the magnet, the device comprising two drill sleeves, the 
magnet being made from Neodymium Iron Boron, the sensors being in an elliptical array 
and the device further comprising a readable display. Haynor teaches a device 
comprising a magnet placed within an implanted medical tube and a sensor using a set 
of at least three sets, i.e. three, four, five, etc, of magnetic sensors and a readable 
display, wherein the magnet is made from Neodymium Iron Boron (column 4 lines 12- 
16) in order to sense the orientation of the magnet in three dimensional space (column 
2 lines 43-52) and to provide a small size high strength magnet. The applicant admitted 
in the applicant's response/response received on 07/09/2007 that the sensors being in 
an elliptical array is an obvious variation to the device (page 1 lines 16-28). It would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to provide the device of Durham wherein the sensor includes an array of at least three 
sets of magnetic sensors and to provide a magnet made from Neodymium Iron Boron in 
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view of Haynor and to provide the sensors in an elliptical array in view of the applicant's 
admission of obviousness in order to sense the orientation of the magnet in three 
dimensional space (column 2 lines 43-52) and to provide a small size high strength 
magnet. 

Regarding the device comprising a readable display, Durham discloses a device 
comprising a display in order to display the orientation of the magnet. Haynor teaches a 
device comprising a readable display, such as a liquid crystal display, in order to display 
the orientation of the magnet. Because both Durham and Haynor both disclose devices 
comprising displays, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to substitute one display for the other in order to 
achieve the predictable results of displaying the orientation of the magnet. 

Regarding the device further comprising two drill guides it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to the 
device of Durham as modified by Haynor as further modified by the applicant's 
admission further comprising two drill guides, since it has been held that mere 
duplication of the essential working parts of a device involves only routine skill in the art. 
St. Regis Paper Co. v. Bemis Co., 193 USPQ 8. 

7. Claims 54 and 55 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Durham (U.S. Patent 6,1 62,228) in view of Haynor (U.S. Patent 6,21 6,028) further 
in view of Admission (Applicant's Arguments/Response received on 07/09/2007) further 
in view of Hollis (U.S. Patent 6,081 ,741 ). 
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The device of Durham as modified by Haynor as further modified by the 
admission discloses the invention as claimed except for the readable display comprising 
several LEDs, wherein the LEDs are activated and/or inactivated via the sensors 
relationship with the magnet. The device of Durham as modified by Haynor as modified 
by the admission discloses a device comprising a readable display in order to display 
the orientation of the magnet. Hollis teaches a device comprising a readable display 
including LEDs that activate and/or deactivate via the sensors relationship with the 
magnet in order to display the orientation of the magnet. Because both the device of 
Durham as modified by Haynor as further modified by the admission and Hollis both 
disclose device comprising readable displays, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to substitute one readable 
display for the other in order to achieve the predictable results of displaying the 
orientation of the magnet. 

8. Claims 44 and 45 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Durham (U.S. Patent 6,162,228) in view of Admission (Applicant's 
Arguments/Response received on 07/09/2007). 

Durham discloses a device comprising a cylindrical magnet positioned within the 
longitudinal opening of an intramedullary nail, a target comprising a sensory for sensing 
the three-dimensional orientation of the magnet, and a display for displaying the 
orientation of the magnet relative to the sensor. The magnet provides a directional field 
having a three-dimensional orientation on the x-axis, y-axis, and z-axis. Durham fails to 
disclose the device wherein the magnet has a diameter of less than 4 mm, the sensors 
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being arranged in an elliptical array, and the field of the magnet being sensed at a 
distance of about 10 cm. The applicant admitted in the applicant's response/response 
received on 07/09/2007 that the sensors being in an elliptical array is an obvious 
variation to the device (page 1 lines 16-28). It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to provide the device of 
Durham as modified by Haynor having the sensors in an elliptical array in view of the 
applicant's own admission of obviousness. 

Regarding the magnet having a diameter less than 4 mm, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
provide a magnet having a diameter less than 4 mm, since it has been held that where 
the general conditions of a claim are disclosed in the prior art, discovering the optimum 
or workable ranges involves only routine skill in the art. In re Aller, 105 USPQ 233. 

Regarding the field being sensed at a distance of about 10 cm, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to provide the device of Durham as modified by the admission wherein the magnet 
provides a field that is sensed at a distance of about 10 cm, since it has been held that 
discovering an optimum value of a result effective variable involves only routine skill in 
the art. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 

Response to Arguments 
9. Applicant's arguments filed 12/31/2008 have been fully considered but they are 
not persuasive. The applicant's argument that claims 44 and 45 where not rejected and 
are allowable is not persuasive. The 103 rejection under heading 9 (page 4 Iine15) 
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discusses the limitations of claims 44 and 45. The examiner made a typographical error 
in the heading of the rejection, but the claim limitations are clearly rejected under 35 
U.S.C. 103(a) and were clearly not allowable. The applicant's argument that the 
limitations of claim 53 were not discussed in the previous office action is not persuasive. 
The 103 rejection under heading 9 discuss the limitations of claim 12 and 53, which are 
similar limitations. The examiner made a typographical error in the heading of the 
rejection, but the claim limitations are clearly rejected under 35 U.S.C. 103(a). The 
limitations are directed to the sensors sensing different outputs between the sensors 
relative to the different spatial positions of each sensor from the magnet. First, the 
examiner would like to note that the Durham reference discloses the sensors sense the 
magnet based on the position of the sensors relative to the magnet, which is then 
provided to the user via the readable display. Therefore, the examiner believes that the 
Durham reference clearly shows this limitation and was presented in the previous 
rejection (see page 4 lines 7-9). Furthermore, the examiner used the applicant's 
admission of obviousness to modify the sensors of Durham to include a pair of four 
sensors arranged in an elliptical array (see the 103 rejection under heading 9). The 
examiner believes the claim was clearly rejected under 35 U.S.C. 103(a) and were 
clearly not allowable. Since the errors were typographical errors and the examiner has 
not changed the rejections, the examiner believes that a final office action is proper. 
However, since the limitations of claim 53 where not explicitly stated, the examiner will 
make this action non-final. The examiner has provided new grounds of rejection as 
necessitated by the amendments. 
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Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See PTO-892 for cited references the examiner felt were relevant 
to the application. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nicholas Woodall whose telephone number is (571)272- 
5204. The examiner can normally be reached on Monday to Friday 8:00 to 5:30 EST.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas Barrett can be reached on 571-272-4746. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Nicholas Woodall/ /Thomas C. Barrett/ 

Examiner, Art Unit 3775 Supervisory Patent Examiner, Art 

Unit 3775 



